THL'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
Paper No. 14

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte JOHN T. LAVIN

Appeal No. 97-4429
Application No. 08/404, 6661

ON BRI EF

Bef ore COHEN, McQUADE, and NASE, Admi nistrative Patent Judges.

NASE, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 12 through 21, which are all of the clains
pending in this application. On page 2 of the brief, the
appel l ant states that the rejection of clains 14 and 18 is not
bei ng appeal ed. Consequently, the appeal is dismssed with
respect to clainms 14 and 18. dainms 12, 13, 15 through 17 and 19

t hrough 21 remain on appeal.

! Application for patent filed March 15, 1995.
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We REVERSE.
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BACKGROUND

The appellant's invention relates to an air separation
pl ant. An understanding of the invention can be derived froma
readi ng of exenplary clains 12 and 17, which appear in the

appendi x to the appellant's brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Smith 3,127, 260 Mar. 31, 1964
Sunder et al. (Sunder) 5,122,174 June 16, 1992
Collin et al. (Collin) 5, 316, 628 May 31, 1994

Clains 12, 13, 15 and 17, 19 and 20 stand rejected under
35 U.S.C. §8 103 as being unpatentable over Collin in view of
Sm t h.

Clains 16 and 21 stand rejected under 35 U S.C. 8§ 103 as

bei ng unpatentable over Collin in view of Smth and Sunder.

Rat her than reiterate the conflicting viewoints advanced by
t he exam ner and the appell ant regardi ng the above-noted
rejections, we nmake reference to the exam ner's answer (Paper No.

13, mailed July 3, 1997) for the examner's conplete reasoning in
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support of the rejections, and to the appellant's brief (Paper
No. 12, filed April 2, 1997) for the appellant's argunents

t her eagai nst .

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clains, to the applied prior art references, and to the
respective positions articul ated by the appellant and the
exam ner. As a consequence of our review, we nake the

determ nati ons which foll ow

Wth regard to the 35 U.S.C. 8 103 rejection of independent
clainms 12 and 17 as being unpatentable over Collin in view of
Smth, the exam ner concluded (answer, pp. 5-6) that it would
have been obvious to one of ordinary skill in the art to enpl oy
t he "condenser/reboil er heat exchanger” of Collin as the
"condenser/reboil er heat exchanger" of Smth (i.e., Smth's
condensers 20, 22) in the air separation systemof Smth. W do

not agr ee.



Appeal No. 97-4429 Page 5
Application No. 08/404, 666

The teachings of Smth and Collin are set forth on pages 4-5

of the answer.

It is axiomatic that obvi ousness cannot be established by
conbi ning the teachings of the prior art to produce the clained
i nvention, absent sonme teachi ng, suggestion or incentive

supporting such conbination. See In re Bond, 910 F.2d 831, 834,

15 USPQ2d 1566, 1568 (Fed. Cir. 1990).

We agree with the appellant that the applied prior art fails
to provide the needed suggestion or notivation to one of ordinary
skill in the art at the tinme of the appellant's invention to
nodi fy the applied prior art as proposed by the exam ner. That
is, we agree that the conbi ned teachings of the applied prior art
woul d not have resulted in the substitution of Collin's device
for the condensers 20, 22 of Smith. |In fact, the examner relies
on condenser 20 of Smth to be the subcooler recited in claiml
and to performthe subcooling step recited in claim17.
Furthernore, we see no suggestion or notivation, absent
i nperm ssi ble hindsight, to substitute Collin's device for the
condenser 22 of Smth. Accordingly, we will not sustain the

35 US.C. 8 103 rejection of clains 12, 13, 15, 17, 19 and 20.
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We have al so reviewed the Sunder reference additionally
applied in the rejection of clains 16 and 21 but find nothing
therein which nakes up for the deficiencies of Collin and Smth
di scussed above. Accordingly, we cannot sustain the examner's

rejection of appealed clainms 16 and 21 under 35 U.S.C. § 103.

CONCLUSI ON

To summarize, the decision of the examner to reject clains
12, 13, 15 through 17 and 19 through 21 under 35 U . S.C. 8§ 103 is
reversed

REVERSED

JEFFREY V. NASE
Adm ni strative Patent Judge

| RW N CHARLES COHEN )
Adm ni strative Patent Judge )

)

g

) BOARD OF PATENT
JOHN P. McQUADE ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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